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Continued Examination Under 37 CFR LI 14 
A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 05/02/06 has been entered and a Non-Final 
Office Action follows. 

Response To Applicant's Arguments 

Applicant's arguments with respect to claimed invention have been considered but are 
moot in view of the new ground(s) of rejection. 

DETAILED ACTION 

Specification 

Priority Information 

This application is a divisional of copending U.S. Patent Application No. 09/746,392, 
filed December 21, 2000, which is a continuation-in-part of U.S. Patent Application No. 
09/542,178, filed April 4, 2000, now abandoned, which was a continuation of U.S. Patent 
Application No. 09/255,472, filed February 23, 1999, now U.S. Patent No. 6,321,984, which was 
a continuation-in-part of U.S. Patent Application No. 09/026,634, filed February 20, 1998, now 
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U.S. Patent No. 6,1 12,981, which claimed the benefit of the filing date of U.S. Provisional 
Application No. 60/039,007, filed February 25, 1997. 

Status of the Claims 

Claims 26, 27, 34, 35, 40, 42 and new claims 43-44 are currently pending in the Instant 
Application. 

General Comments 

In claim 27, only one input reader is required at any given time to read the user's 
provided identification means. For instance, if the user uses a credit card to pay for a transaction 
and to identify himself, then a magnetic card reader is needed to read the data encoded thereon 
before the user can receive a unique PPU or price-per-gallon discount. In this case, only one 
input reader is necessary for the system to operate. 

Claim Objections 

Claims 43 and 44 are objected to because of the following informalities- 
Concerning claims 43 and 44, the step of "adding the second PPU discount to the first 
PPU discount in the database to obtain a total PPU discount" cannot be performed since the first 
PPU discount, as recited in independent claim 1, was used or redeemed by the identified user and 
hence, the first PPU discount no longer exists in the database. It appears here that the second 
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PPU discount should have been added to the first PPU discount stored in the database before (but 
not after) the first PPU discount is retrieved and applied to the price of gasoline. 

Appropriate correction is herein being requested. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

Claims 43 and 44 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claims contain subject matter, which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventors, at the time the application was filed, had possession of the claimed 
invention. Indeed, claims 43 and 44 recite, "awarding to the identified customer a second PPU 
on fuel in exchange for purchasing a second, higher threshold quantity of the product ". 
However, it appears that the specification does not support the highlighted portions or - - 
providing a second PPU discount on fuel to the identified customer for purchasing a second and 
higher threshold quantity of the same product--. Regarding the latter claim limitation, the 
specification discloses- 

"At step 404 a determination is made as to whether the current purchases will cause a fuel 
discount to be offered. As noted above this step may include determining if the customer has 
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purchased certain designated items that will trigger a discount, whether a total dollar value 
spent exceeds a predefined threshold and/or if a total quantity of items exceeds a 
threshold." 

Furthermore, based on the specification, it appears that the identified customer is awarded 
a first discount on PPU of fuel when the customer purchases a certain threshold quantity of 
(promo) products, which exceeds a preset threshold, but not for - -purchasing a threshold 
quantity of a single product-, as recited in at least the independent claims. Here, at least, the 
identified customer will not receive a PPU discount on fuel until he spends a certain dollar figure 
or purchases a certain quantity of goods, which exceeds a preset threshold as supported in the 
specification. Hence, claims 26, 34 and 40 (including their dependent claims) are rejected under 
35 U.S.C. 1 12, first paragraph, as failing to comply with the written description requirement. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis foOr the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another 
filed in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), 
(2), and (4) of section 371(c) of this title before the invention thereof by the applicant for 
patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AEPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
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do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35U.S.C. 102(e)). 

Claims 26, 27, 34, 35, 40 and 42-44 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Jacoves, US Patent US 6,741,968B2. 

As per claims 26, 27, 34, 35, 40 and 42-44, Jacoves discloses, among other things, a 

method of and a system for processing a customer's transaction at a POS and for issuing a 
discount on the price-per-gallon (PPG) of gasoline to the customer for purchasing a 
threshold or a certain quantity of triggering or promo products or items (which certain 
quantity exceeds a preset threshold) during a transaction. Indeed, transaction information is 
processed through a clearinghouse wherein a rewards provider (2402) assembles the reward 
program information and forwards it to a store chain central office (2404) for implementation. 
The store chain central office (2404) then transmits information to one or more of its stores 
(2406). The store (2406) provides a reward to a customer (2408) based upon the purchase of 
discounted triggering items. Upon meeting the requirements for redeeming a reward, the 
customer (2408) redeems the reward at a gas station (2410) for gasoline. Redemption 
information received by the central office (2404) in the form of electronic files and redemption 
slips are then sent to the clearinghouse (2412) for processing. The clearinghouse (2412), 
receiving the information on a daily basis as bundled sums, processes the redemption 
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information by invoicing respective manufacturers (2416) for products sold, and making 
payment to the stores (2406) of fig. 24 for the costs of the discount triggering items which were 
sold. 

See abstract; figs. 1 and 24. 

In general, Jacoves discloses a cross-selling reward system directed towards a fuel 
rewards system instituted or established among a store chain, comprising a plurality of stores, 
which uses a clearinghouse to process information. A clearinghouse receives information, such 
as redemption data, in the form of paper receipts and electronic files from the store chain central 
office, wherein the information and files are batch processed on a daily basis. The clearinghouse 
performs a comparison between the paper redemption slips received and respective entries 
in the electronic file. When a match is determined, the clearinghouse invoices manufacturers of 
the respective discount triggering items. The clearinghouse may interface electronically to banks 
servicing the manufacturer and store chain accounts, wherein received proceeds are then 
distributed to the stores participating in the rewards program. The clearinghouse also issues daily 
reports to interested parties detailing the transactions of the rewards program (col. 1 : 56 to col. 2: 
6). 

Furthermore, referring now to FIG. 1, there is illustrated a listing of products and 
discounts of a fuel reward program system, which comprises a program announcement 100 
(program notification). The program announcement 100 sets forth various terms of the fuel 
reward program system. The program announcement 100 may be any of a plurality of forms, 
such as separable slips originally held in booklet form for individual removal from the 
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booklet, individual fliers which are pre-separated, discount boards which are viewable in 
various areas of the store, or monitor display screens which are mounted to shopping carts 
for viewing by persons utilizing the carts. The program announcement 100 preferably lists 
a plurality of discount triggering items in column 102, a respective minimum quantity 
(minimum threshold) in column 104, which must be purchased to obtain the discount (PPG 
discount), a respective maximum (threshold) quantity per unit item (the number of specific 
items that must be purchased before the discount can be issued) in column 105 for which a 
discount will be awarded, and a respective unit discount per unit item in column 106. For 
example, a particular type of soda "D" (specific item) will have a unit discount of fifteen 
cents discount per gallon of gasoline for each unit of soda "D" being purchased (PPG 
discount per unit of specific item), provided a minimum of three units of the soda "D" are 
purchased (buying a threshold number of a specific item and receiving a PPG discount for 
unit of said item purchased). A maximum discount per gallon total 108 for all of the trigger 
products listed is equal to the sum of the discount per unit items 106. Preferably, the 
maximum discount per gallon total 108 for the trigger products listed on the program 
announcement 100 will be equal to the price per gallon of gasoline (PPG). In some 
embodiments, a purchaser's maximum per gallon discount total 108 could exceed the price 
per gallon of the gasoline, such that the purchaser could receive either a monetary payment 
or a credit based on a discount credit, which exceeds the price per gallon of gasoline (Col. 
3: 14-45) 

Referring now to FIG. 2, and in another embodiment, there is illustrated a top level block 
diagram for the fuel rewards program of the disclosed embodiment. In this embodiment, an item 
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202 that is to be purchased by the consumer is scanned by a scanner 204. This purchased item 
202 can be any type of staple product (product or service) and it could be one of the discount 
triggering items from any department. The output of the scanner 204 is input to the Point-of- 
Sale (POS) system 206, which generally constitutes the heart of the store's operation. This POS 
system 206 controls all input and output of items and is generally associated with a central 
database. The POS system 206, in addition to being associated with the central database, is also 
associated with a discount database 208, which may or may not be an integral part of the 
central database, but which will be considered a separate database for discussion purposes. The 
discount database 208 contains therein information associated with discount triggering or cross- 
selling or cross-marketed or promo items. Whenever a discount triggering item is scanned by the 
scanner 204, the POS 206 recognizes this and determines what discount is to be associated with 
the discount triggering item. The POS system 206 will then create information regarding a total 
credit that is to be provided for a discountable product, which can then be output to a printer 210 
for creation of a redemption slip 212. The redemption slip 212 basically contains information as 
to the discount triggering items that have been purchased, the number thereof, and also the 
discount associated with each type of product. A total discount will also be provided to the 
customer in addition to other information. 

Redemption slip 212 is then provided to the customer and the customer can then take it to 
another location for the purpose of purchasing a discounted product. In the disclosed 
embodiment, this discounted product is fuel. However, it should be understood that any type of 
discountable product could be associated with the redemption slip 212 and, in fact, the 
redemption slip 212 could be "redeemed" at the same location as the purchased items. In the 
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disclosed embodiment, however, the redemption slip 212 is typically redeemed at a different 
location that is associated with fuel. See col. 3: 46 to col. 4: 18. 

Thereafter, the purchaser takes the redemption slip 212 to the location of the discounted 
product (fuel) at a later time and this is then input through an input device 214 to redemption 
POS 216. In some situations, the redemption POS 216 and the POS 206 are different, the most 
common situation, but the redemption POS 216 and the POS 206 could be a common system. 
Once processed by the redemption POS 216, the discount associated with the redemption slip 
212 is determined and that information associated with the input of the redemption slip 212 is 
stored in a redemption database 218. The discount is applied and then the discounted product is 
purchased (or purchased and then applied), which in the disclosed embodiment is associated with 
a fuel dispenser 220. The information from the redemption database 218 and the input device 
214 is then forwarded to a clearinghouse, this being electronic information in the case of the 
redemption database 218, and the actual redemption slip 212 in the case of the input device 214. 
The clearinghouse will then take the information provided on the redemption slip 212 and 
invoice the particular manufacturer associated with each type of discount triggering item and 
then send a check for the appropriate amount to the store once the invoice is paid (col. 4: 19-28; 
fig. 5). 

See in general Col. 5: 66 to col. 6: 22; col. 6: 23-65; col. 7: 12 to col. 8: 12. 

Moreover, referring now to FIG. 7, there is illustrated a second portion 700 of a data 
processing system 600 for use with the fuel reward program system of the present invention. The 
communication link 622 links up with a fourth database 702, which stores the accumulated units 
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purchased and the information of the program announcement 100 set forth in the second database 
614. A register 704 defines a point-of-sale system at which gasoline is purchased and loaded into 
a purchaser's gasoline tank at a pump. At the gas station, an input device 706 is utilized to 
input data relating to the identity of the purchaser (identified customer) who is purchasing 
the gasoline, or the accumulated amounts of the accumulated discounts to be applied to the 
purchased gasoline. The input device 706 may be a credit card type system providing an 
identifier of the purchaser such as that provided by a bar code, an electronic card, a 
magnetic strip, or smart card technology. The identifier of the purchaser may also be 
provided by a code, which is entered manually by the user, such as a four-digit code 
identifying a particular unit of accumulated credit discounts, which should be applied to 
the gasoline purchase (coupling a keypad or entry pad, a magnetic card reader, a bar code 
reader, an RFID device, etc., to the fuel dispenser or gas station system to read an 
identification means presented by the customer during a redemption). The input device 706 
is used to identify the accumulated discount credit (a first PPU discount or a total PPU 
discount on fuel), associated with the identified customer, which should be applied to 
customer's order according to the data (discount information) stored in the third database 
618 of data processing system 600 of FIG. 6 (col. 7: 39-61). 

Finally, the step of redeeming the (stored) accumulated discount credit can be 
accomplished by providing by the customer either a purchaser identifier or a purchase 
identifier at the input device 706 of fig. 7, coupled to the gas station system, via a bar code, 
an electronic card, a magnetic strip, smart card technology, an input code or such other 
system (like an RFID device) or by turning the printed receipt or slip into a gas attendant 
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to receive the discount (a first PPU discount or a total PPU discount on fuel). The step of 
redeeming the accumulated discount may be automated by electronic data transfer (or by 
electronically transferring the discount data related to the identified customer) to the gas 
station system 700 from database 618 of the system 600 once the purchaser is identified at 
the second point of sale (system 700) at which gasoline is received or purchased (col. 8: 54- 
63). 

(Providing a first total discount on the price-per-unit of gasoline if the customer 
purchases a threshold number of a specific type of triggering items, with each triggering item 
having a specific unit discount on gasoline, by adding the individual unit discounts for each 
specific item purchased if the threshold is bought, providing a second total discount on the price- 
per-unit of gasoline if the customer purchases a threshold number of another different and 
specific type of triggering items, with each triggering item having a specific unit discount on 
gasoline, by adding the individual unit discounts for each specific item purchased if the threshold 
is bought and calculating a total price-per-gallon discount on the gasoline by adding the first total 
discount on the PPG of gasoline to the second total discount on the PPG of gasoline ). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

"Storming the store Card Gates", an article published in July 1997, to Hisey describes a 
credit card loyalty-based system wherein a retailer operates gas stations at many of his retail 
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stores (hyper-marketing) and wherein when identified valued customers, carrying co-branded 
credit cards, swipe their cards via the gas pumps, the posted-street price per liter (price per 
gallon) rolls backward instantly and displays a discounted price per liter or price per gallon 
unique to the identified customers and wherein the difference between the posted-street price per 
liter and the rolled back displayed price per liter or price per gallon represents the actual instant 
discounted price per liter or price per gallon (PPU discount) (See at least page. 85 under Instant 
Discount). 

—Can be combined with Jacoves to render the claimed invention obvious-- 

Any inquiry concerning this communication from the Examiner should be directed 
to Jean D. Janvier, whose telephone number is (571) 272-6719. The aforementioned 
can normally be reached Monday-Thursday from 10:00AM to 6:00 PM EST. If attempts 
to reach the Examiner by telephone are unsuccessful, the Examiner's Supervisor, Mr. 
Eric W. Stamber, can be reached at (571) 272- 6724. 

Non-Official- 571-273-6719. 
Official Draft : 571-273-8300 
05/10/06 



Jean D. Janvier 
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Patent Examiner 
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